
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/776,648 


02/10/2004 


Huzcir Lekovic 


DWNS.62631 


2005 



7590 

Richard W. Hoffmann 
PO Box 70098 
Rochester Hills, MI 48307 



11/01/2007 



EXAMINER 



COONEY, JOHN M 



ART UNIT 



PAPER NUMBER 



1796 



MAIL DATE 



DELIVERY MODE 



11/01/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/776,648 


Applicant(s) 

LEKOVIC ET AL. 


Pvami nor 

examiner 

John Cooney 


Art Unit 

1796 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 
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4a) Of the above claim(s) is/are withdrawn from consideration. 
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6) ^ Claim(s) 1-25 and 48-54 is/are rejected. 
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Applicant's arguments filed 9-4-07 have been fully considered but they are not 
persuasive. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-25 and 48-54 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Applicants' inserted limitation 
contains subject matter that was described in the originally filed supporting disclosure. 
Paragraph [0019] does not provide support for the "hydrophobic polyol biopolymer 
comprising an ester of a fatty acid and glycerol . ..that. .." is present in (an amount) up to 
40 wt% of the total polvol component ". It is not seen where support for this range of 
values for this particular selection of polyol is provided for in the originally filed 
supporting disclosure. This is a new matter rejection. 

Claims 1-25 and 48-54 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
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was filed, had possession of the claimed invention. Applicants' inserted limitation 
contains subject matter that was described in the originally filed supporting disclosure. 
It is not seen where support for the instantly claimed polyol being defined as a 
"biopolymer" is provided for in the originally filed supporting disclosure. This is a new 
matter rejection. 

Claims 1-25 and 48-54 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was fHed, had possession of the claimed invention. Applicants' inserted limitation 
referring to a "non-biopolymer" contains subject matter that was described in the 
originally filed supporting disclosure. It is not seen where support for the instantly 
claimed polyol being defined as a "non-biopolymer" is provided for in the originally filed 
supporting disclosure. It has been held that the express exclusion of certain elements 
implies the permissible inclusion of all other elements not so expressly excluded which 
clearly demonstrates that the introduction of negative limitations not explicitly provided 
for by the specification as originally filed do, in fact, introduce new concepts and are 
therefore new matter. Ex parte Grasselli 231 USPQ 394. This is a new matter rejection 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-25 and 48-54 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The omission of the terminology "an amount" from applicants' claimed polyol 
range renders determination of what is intended by the claimed range of values 
confusing as to intent. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
■ i 

Claims 1-25 and 48-54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tsai (4,673,696) in view of Kurth et al.(2002/0121328). 

Tsai discloses preparations of rigid polyurethane foams through employment of 
combinations of hydroxy functional acrylates and other polyols in reaction with 
polyisocyanate components inclusive of alcohol-modified prepolymer packages 
prepared in the presence of blowing agents and catalysts inclusive of the tertiary 
amines (see abstract, column 2 lines 37- 59, column 3 line 60 et seq., column 4 line 51, 
and column 5 lines 8-1 1 and 27-49, as well as, the entire document). Blowing agents 
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such as chemically active water are readily looked to and envisioned from the teachings 
of Tsai and are not seen as elements of distinction in the patentable sense. Further, the 
densities of applicants' claims are values associated with the selection and content of 
blowing agent and are seen to be readily envisioned from the teachings of Tsai as well. 

i 

Tsai differs from the instant claims in that prepolymers derived from the active 
hydrogen containing compounds as claimed are not particularly set forth. However, 
Tsai sets forth within his own disclosure the necessary polyols which would be looked to 
in the making of the prepolymers of applicants' claims. Accordingly, it would have been 
obvious for one having ordinary skill in the art to have employed the polyols and 
hydroxy functional acrylates disclosed by Tsai as the modifying components in the 
making of the prepolymers of Tsai for the purpose of providing acceptable active 
hydrogen functionality in the facilitation of the realization of targeted formation of 
segmented structures within the practice of the preparations of Tsai in order to arrive at 
the products and processes of applicants' claims with the expectation of success in the 
absence of a showing of new or unexpected results. 

Tsai further differs from applicants' claims in that hydrophobic bio-polymers such 
as the hydrophobic polyols of applicants' claims are not particularly utilized. However, 
Kurth et al. disclose the usefulness of polyols of such natural oils as soybean oils in the 
preparation of polyurethane foams for the purpose of deriving polyurethane products 
from renewable resources(see paragraph [0010] and [0012], as well as, the entire 
document). Accordingly, it would have been obvious for one having ordinary skill in the 
art to have employed the biobased polyols of Kurth et al. as the hydrophobic polyol in 
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the work-up of the products of Tsai for the purpose of employing renewable reactants in 
deriving useful products in order to arrive at the products and processes of applicants 1 
claims with the expectation of success in the absence of a showing of new or 
unexpected results. 

The additional polyols of applicants' newly submitted claims 51-54 are directed 
towards well known polyols from the urethane art useful for their well studied isocyanate 
reactive effect, and their employment for the purpose of imparting such reactive effects 
would have been well within the skill and obvious to one having ordinary skill in the art. 



The following previous arguments are maintained: 

Applicants* arguments have been considered. However, rejection is maintained 
for the reasons set forth above. Applicants' argue that Tsai does not offer motivation to 
utilize the polyols used in the prepolymer of their claims. However, Tsai recognizes 
employment of isocyanate functional prepolymers in the practice of their invention. 
Although Tsai does not go into the specifics of the materials used to arrive at the 
isocyanate functional prepolymers, it is well studied and understood within the purview 
of the ordinary practitioner that it is OH functional materials that can be employed in the 
making of the isocyanate functional prepolymers identified by applicants. Examiner 
maintains that it would have been obvious for one having ordinary skill in the art to have 
looked to the OH functional materials within Tsai for the purpose of providing the OH 
functionality needs in the making of the isocyanate functional prepolymers described by 
Tsai, and it is maintained that examiner's statement of motivation to do so is proper. 

Regarding the ranges of functionality values for the polyisocyanate component of 
applicants' claims, it is held that this element is not a distinguishing feature of 
applicants' claims over Tsai as Tsai specifically recites that functionalities of 2-4 are 
preferred in their invention (see column 4 line 53). 

Regarding the combination of Kurth et al. with the teachings of Tsai, it is 
maintained that combination of the teachings for the reasons as set forth above is 
proper, and applicants' arguments do not overcome the combination set forth. 
Specifically, Kurth et al.'s lacking of specific reference to "rigid" foams does not render 
the teachings non-analogous. The teachings are analogous for their shared concern of 
making polyurethane foams. Further, the claims' recitation of the term "rigid" without 
definition of degree of rigidity/flexibility does not serve as a limitation in the patentable 
sense without said further definition of degree being set forth in the claims. 
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Applicants' arguments that the connection between Kurth et al. and Tsai has not 
been identified. This is not understood. However, in an effort to expedite prosecution 
examiner has attempted to clarify the connection in the recitation of the rejection above. 
As to applicants' arguments about the hydrophobicity of the polyols of Kurth et al. 
Examiner holds and maintains that such is a characteristic intrinsic to the oil materials of 
Kurth et al. which have not had additional -OH groups added thereto. Applicants have 
not shown their hydrophobic polyols to be patentably different from the vegetable oil 
polyols of Kurth et al. which meet even the most narrow hydrophobic polyol of 
applicants' claims, that of claim 48. 

Applicants' arguments concerning distinction based on degrees of water 
absorption characteristics are unpersuasive as the terminology of degree, "decreased 
water absorption characteristic", does not serve to set forth a meaningful limitation in the 
patentable sense as far as determining what amounts of "absorption" are included or 
excluded by this terminology. 

Applicants' arguments about the polyols of Kurth et al. that have added -OH 
groups are noted. However, such does not negate Kurth et al.'s full disclosure which 
does teach employment of oils without added -OH groups. 

Distinction based on the recitation of the foams being "rigid" are unpersuasive as 
the term of degree, "rigid" do not serve to be distinguishing of the claims over the 
preparations taught or fairly suggested by the combinations of the cited prior art. 

Applicants' claims 49-50 are additionally noted. However, the claims do not 
provide elements or features which serve as distinguishing limitations over the formed 
preparations disclosed by the prior art. 



Applicants' latest arguments have been considered. However, rejection is 
maintained as proper. As repeated above, it is maintained that Kurth et al. discloses 
employment of oils without added -OH groups. As to amounts of the respective polyols 
components, it has long been held that where the general conditions of the claims are 
disclosed in the prior art, discovering the optimal or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233; In re Reese 129 USPQ 402 . Further, 
a prima facie case of obviousness has been held to exist where the proportions of a 
reference are close enough to those of the claims to lead to an expectation of the same 
properties. Titanium Metals v Banner 227 USPQ 773. (see also MPEP 2144.05 I) 
Similarly, it has been held that discovering the optimum value of a result effective 
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variable involves only routine skill in the art. In re Boesch, 617 F.2d 272,205 USPQ 215 
(CCPA 1980). Variation in the amounts of these respective reactive components for the 
purpose of controlling their reactive effects would have been within the skill of the 
ordinary practitioner in the art with the expectation of success, and applicants have not 
demonstrated new or unexpected results commensurate in scope with the scope of their 
claims associated with the selections and operation within the ranges of values of their 
claims. 



Claims 1-25, 48-54 are rejected under 35 U.S.C. 103(a) as being obvious over 
Lekovic et al.(6,803,390)&(6,699,916), each taken alone, in view of Kurth et al. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
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in accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

The Lekovic et al. patents disclose preparations of polyurethane foams through 
formation of isocyanate-terminated prepolymers derived from the reaction of isocyanate 
with hydroxy functional acrylates and other polyols followed by reaction of the 
prepolymer formed with additional polyols in the presence of catalyst and water as a 
blowing agent (see the documents in their entirety). 

The Lekovic patents differ from applicants' claims in that hydrophobic bio- 
polymers such as the hydrophobic polyols of applicants' claims are not particularly 
utilized. However, Kurth et al. disclose the usefulness of polyols of such natural oils as 
soybean oils in the preparation of polyurethane foams for the purpose of deriving 
polyurethane products from renewable resources(see paragraph [0010] and [0012], as 
well as, the entire document). Accordingly, it would have been obvious for one having 
ordinary skill in the art to have employed the biobased polyols of Kurth et al. as the 
hydrophobic polyol in the work-up of the products of the Lekovic et al. patents for the 
purpose of employing renewable reactants in deriving useful products in order to arrive 
at the products and processes of applicants' claims with the expectation of success in 
the absence of a showing of new or unexpected results. 

The additional polyols of applicants' newly submitted claims 51-54 are directed 
towards well known polyols from the urethane art useful for their well studied isocyanate 
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reactive effect, and their employment for the purpose of imparting such reactive effects 
would have been well within the skill and obvious to one having ordinary skill in the art. 



The following previous arguments are maintained: 

Applicants' arguments have been considered. However, rejection is maintained 
for the reasons set forth above. It is maintained that the teachings of Kurth et al. are 
properly combined with the teachings of Lekovic et al. Applicants' arguments do not 
overcome the combination set forth. Specifically, Kurth et al.'s lacking of specific 
reference to "rigid" foams does not render the teachings non-analogous. The teachings 
are analogous for their shared concern of making polyurethane foams. Further, the 
claims' recitation of the term "rigid" without definition of degree of rigidity/flexibility does 
not serve as a limitation in the patentable sense without said further definition of degree 
being set forth in the claims. 

Applicants' arguments are similar those made in addressing the rejection over 
Tsai in view of Kurth et al. set forth above, and examiner hold his positions set forth 
above to apply here as well. 

Applicants' latest arguments have been considered. However, rejection is 
maintained as proper. It is maintained that Kurth et al. discloses employment of oils 
without added -OH groups. As to amounts of the respective polyols components, it has 
long been held that where the general conditions of the claims are disclosed in the prior 
art, discovering the optimal or workable ranges involves only routine skill in the art. In 
re Alter, 105 USPQ 233; In re Reese 129 USPQ 402 . Further, a prima facie case of 
obviousness has been held to exist where the proportions of a reference are close 
enough to those of the claims to lead to an expectation of the same properties. 
Titanium Metals v Banner 227 USPQ 773. (see also MPEP 2144.05 I) Similarly, it has 
been held that discovering the optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272,205 USPQ 215 (CCPA 1980). 
Variation in the amounts of these respective reactive components for the purpose of 
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controlling their reactive effects would have been within the skill of the ordinary 
practitioner in the art with the expectation of success, and applicants have not 
demonstrated new or unexpected results commensurate in scope with the scope of their 
claims associated with the selections and operation within the ranges of values of their 
claims. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-25, 48-54 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable overclaims 1-22 of U.S. Patent No. 6,803,390 
and claims 1-19 of U.S. Patent No. 6,699,916, each taken alone, in view of Kurth et al. 
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The claims of the Lekovic et al. patents disclose preparations of polyurethane 
foams through formation of isocyanate-terminated prepolymers derived from the 
reaction of isocyanate with hydroxy functional acrylates and other polyols followed by 
reaction of the prepolymer formed with additional polyols in the presence of catalyst and 
water as a blowing agent. The claims of the Lekovic et al. patents differs from 
applicants' claims in that hydrophobic bio-polymers such as the hydrophobic polyols of 
applicants' claims are not particularly utilized. However, Kurth et al. disclose the 
usefulness of polyols of such natural oils as soybean oils in the preparation of 
polyurethane foams for the purpose of deriving polyurethane products from renewable 
resources(see paragraph [0010] and [0012], as well as, the entire document). 
Accordingly, it would have been obvious for one having ordinary skill in the art to have 
employed the biobased polyols of Kurth et al. as the hydrophobic polyol in the work-up 
of the products of claims of the Lekovic et al. patents for the purpose of employing 
renewable reactants in deriving useful products in order to arrive at the products and 
processes of applicants' claims with the expectation of success in the absence of a 
showing of new or unexpected results. The additional polyols of applicants' newly 
submitted claims 51-54 are directed towards well known polyols from the urethane art 
useful for their well studied isocyanate reactive effect, and their employment for the 
purpose of imparting such reactive effects would have been well within the skill and 
obvious to one having ordinary skill in the art. 
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The following previous arguments are maintained: 

Applicants' arguments have been considered. However, rejection is maintained 
for the reasons set forth above. It is maintained that the teachings of Kurth et al. are 
properly combined with the teachings of Lekovic et al. Applicants' arguments do not 
overcome the combination set forth. Specifically, Kurth et al.'s lacking of specific 
reference to "rigid" foams does not render the teachings non-analogous. The teachings 
are analogous for their shared concern of making polyurethane foams. Further, the 
claims' recitation of the term "rigid" without definition of degree of rigidity/flexibility does 
not serve as a limitation in the patentable sense without said further definition of degree 
being set forth in the claims. Applicants' arguments are similar those made in 
addressing the rejection over Tsai in view of Kurth et al. set forth above, and examiner 
hold his positions set forth above to apply here as well. 

Applicants' latest arguments have been considered. However, rejection is 
maintained as proper. It is maintained that Kurth et al. discloses employment of oils 
without added -OH groups. As to amounts of the respective polyols components, it has 
long been held that where the general conditions of the claims are disclosed in the prior 
art, discovering the optimal or workable ranges involves only routine skill in the art. In 
re Aller, 105 USPQ 233; In re Reese 129 USPQ 402 . Further, a prima facie case of 
obviousness has been held to exist where the proportions of a reference are close 
enough to those of the claims to lead to an expectation of the same properties. 
Titanium Metals v Banner 227 USPQ 773. (see also MPEP 2144.05 I) Similarly, it has 
been held that discovering the optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272,205 USPQ 215 (CCPA 1980). 
Variation in the amounts of these respective reactive components for the purpose of 
controlling their reactive effects would have been within the skill of the ordinary 
practitioner in the art with the expectation of success, and applicants have not . 
demonstrated new or unexpected results commensurate in scope with the scope of their 
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claims associated with the selections and operation within the ranges of values of their 



Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should be directed to John 
Cooney whose telephone number is 571-272-1070. The examiner can normally be reached on M-F from 9 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, James Seidleck, can be 
reached on 571-272-1078. The fax phone number for the organization where this application or proceeding is assigned is 571-273- 



Information regarding the status of an application may be obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-21 7-9197 (toll-free). 
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